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ANALYSING INJUNCTIONS IN CASES OF TRADEMARK 

INFRINGEMENT 
Runak Kurani* 

INTRODUCTION  

The liberalization of economy has resulted in the trading circles for commerce growing closer 

with companies looking to spread their businesses across the globe, breaking several 

geographical barriers. With a wide array of services and goods on offer, their trademarks are 

always suscept to the possibility of misuse and infringement and this always remains a potential 

threat to these corporations. 

Therefore, owners of these trademarks are vested with a statutory right to sue for infringement 

of trademarks. These rights arise upon registration of a trademark for using it exclsuively. 

These rights include restraining any other person from using the trademark by way of an 

Injunction, that can either be temporary i.e until the suit is disposed off or permanent in nature. 

REMEDIES FOR TRADEMARK INFRINGEMENT UNDER THE INDIAN LAW 

Registering a Trademark gives an exclsuive right to the proprietor to use the trademark and 

obtain relief for infringement in a manner provided by the Trademark Act1. 

Infringement of a trademark occurs when  a person, not registered as the proprietor and not 

permitted to use such trademark by the owner uses an identical or deceptively similar trademark 

in respect of goods and services the trademark is registered and renders the use of such mark 

being used as a trademark in all likelihood2. 

Section 89 of The CPC3 gives the power to the court to refer the dispute for Arbitration, 

Conciliation or Mediation if the court is of the opinion that the case contains elements for the 

parties to arrive at a settlement. In practice, most trademark infringement proceedings are often 

referred to for mediation, with most cases ending up being settled out of court. 

Section 134 (1) 4 does not confer Jurisdiction over  subordinate courts having Jurisdiction over 

other commercial matters in cases of Infringement and Passing off of a Trademark. Hence, 

                                                             
* Student of 4th Year BA LL.B (H.) Symbiosis Law School Pune. Email id : raunakkurani@gmail.com  
1 The Trademarks Act, 1999, S.28, No.47, Acts of Parliament, 1999 (India). 
2 The Trademarks Act, 1999, S.29, No.47, Acts of Parliament, 1999 (India). 
3 The Civil Procedure Code, 1999, S.89, No.5, Acts of Parliament, 1908 (India).  
4 The Trademarks Act, 1999, S.134(1), No.47, Acts of Parliament, 1999 (India). 
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such matters are usually decided by the District Court and High Courts having Original civil 

Jurisdiction. 

A court can grant an Injunction to the Plaintiff as a temporary relief during the pendency of the 

suit or as a Final relief , thereby restraining the Defendant from using the Trademark under 

Section 135 of The Trademarks Act, 19995. 

While granting an Injunction for Infringement of Trademark, the court takes the following 

factors into consideration : 

1. Whether a Prima Facie case has been made out by the Plaintiff ?6 

2. Whether the Balance of convenience lies in favour of the Plaintiff ?7 

3. Whether the plaintiff is set to suffer from an irreparable injury if an Injunction is not 

granted ?8 

If all three questions are answered in the affirmative, then the Plaintiff is entitled to an 

Injunction under Order 39 9of the CPC.10 

LITERATURE REVIEW ON INJUNCTIONS IN CASES OF TRADEMARK 

INFRINGEMENT 

In a paper titled ‘What’s the Harm of Trademark Infringement’11 published by Prof. Rebecca 

Tushnet of The Georgetown University Law Center , she relies on cases decided by the 

Supreme Court of United States in the matters of eBay v. MercExchange12 and Winter v. 

Natural Resources Defence Council13 where she has argued that courts must engage in 

equitable balancing before granting injunctive release in a case of trademark infringement 

rather than presuming irreparable harm from the mere violation of a statute.  

In another research paper titled ‘Testing Modern Trademark Law’s Theory of 

Harm’14,published with The University of Iowa Law Review ,  the author strongly believes 

                                                             
5 The Trademarks Act, 1999, S.135, No.47, Acts of Parliament, 1999 (India). 
6 Astra IDL Ltd. v. TTK Pharma Ltd. , AIR 1992 BOM 35. 
7 Anwar Elahi v. Binod Misra & Anr , 60 (1995) DLT 652. 
8 M/s Lakhara & Co v. M/s Shiva Kumar Bhanwar Lal, AIR 1995 Raj 17. 
9 The Civil Procedure Code, 1999, Order XXXIX, No.5, Acts of Parliament, 1908 (India).  
10 M. Gurudas and Ors. v. Rasaranjan and Ors., AIR 2006 SC 3275. 
11 Rebecca Tushnet, “What’s the Harm of Trademark Infringement”, 49 Akron L.Rev 627 (2015), 

https://scholarship.law.georgetown.edu/facpub/1785  
12 eBay Inc. v. MercExchange L.L.C , 547 U.S. 388 (2006). 
13 Winter v. Natural Resources Defence Council 2008 U.S. LEXIS 8343 
14 Mark P. McKenna, “Testing Modern Trademark Law’s Theory of Harm”, 95 IOWA L. REV. 63, 67 (2009). 

https://www.google.com/search?rlz=1C1CHZL_enIN848IN848&q=U.S.&stick=H4sIAAAAAAAAAONgVuLUz9U3sEw2LzdYxMoSqhesBwDLbL-eFAAAAA&sa=X&ved=2ahUKEwicv-Dx8JDsAhVlyDgGHX30C30QmxMoAzAQegQIDRAF
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that the above Judgements have broken a habit many courts have of equating likely confusion 

due to trademark infringement with harm caused to the plaintiff. 

The argument put forth by Prof. Rebecca Tushnet is that loss of sale is a harm can be repaired 

by paying money damages and therefore, not helpful in getting a preliminary injunction unless 

the magnitude of loss of sales is extremely high. However, the defenders of the age old rule of 

the courts granting an Injunction upon infringement argue that preventing confusion amongst 

consumers is always in the larger public interest  and therfore, a preliminary injunction is the 

best possible remedy in such a scenario. 

In another Research Paper written by Michael Grynberg titled ‘Trademark Litigation as 

Consumer Conflict’ 15published by the New York University Law Review, a contradictory 

argument is presented wherby the author argues that rights arising out of ownership of 

Intellectual Property ought to be treated as poster children for obtaining Injunctive Reliefs from 

the Court merely upon infringement because such rules are supposed to be treated as ‘property’ 

rules and not ‘liability’ rules where the defendant can simply pay for the harm it causes. If 

property rights are not entitled to the presumption of an irreparable harm, then even a non-

property right shouldn’t be entitled to the same. The reason an Injunction serves as a better 

remedy over damages is because an infringement of trademark causes separate injury to both, 

the owner of the trademark who has a right to exclusively use the Trademark as well as the 

consumer who is deprived of an authentic product due to a deceptive similarity in trademarks. 

Prof. Robert C. Bird and Prof. Joel C. Jacksteel in their Research paper titled ‘The Role of 

Consumer Surveys in Trademark Infringement’ 16published in The University of Pennsylvania 

Journal of Business Law have observed that Trademarks contribute to economic efficiency by 

reducing consumer costs. Most consumers look at trademarks as indicators of Quality, Prestige 

and Product attributes. While marketers do not speak of Trademarks per se, they do attribute 

the same to the function of brands. Essentially, Trademarks are what marketers refer to as 

Branding elements, the most significant being the name of the brand itself17. 

In furtherance of similar arguments highlighting a consumer’s prespective , Prof. Daniel 

Geravis in his Research Paper titled ‘Intellectual Property, Trade & Development: The State 

                                                             
15Michael Grynberg, Trademark Litigation as Consumer Conflict , 83 N.Y.U. L. REV. 60, 77 (2008).  
16 Prof. Robert C. Bird and Prof. Joel C. Jacksteel , ‘The Role of Consumer Surveys in Trademark Infringement’ 

,  The University of Pennsylvania Journal of Business Law Volume 14 Issue 4, (2012) 

https://www.law.upenn.edu/journals/jbl/articles/volume14/issue4/BirdSteckel14U.Pa.J.Bus.L.1013(2012).pdf 
17 Marlene B. Hanson & W. Casey Walls, ‘Protecting Trademark Good Will: The Case for a Federal Standard 

of Misappropriation’ , 81 TRADEMARK REP. 480.  
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of Play’ published with The Fordham University Law Review18 has noted that Producers i.e 

the owners of a Trademark benefit because they help in building a goodwill with a confidence 

that others will not appropriate it. Consumers also benefiit as they are relieved of the burden of 

doing extensive research on the Quality of a product19. 

In the United States of America , the Lanham Act of 1946 prohibits unauthorized use of a 

registered mark in fashion that , in all likelihood will “cause confusion, mistake or deceive 

consumers”20 The goals of the Lanham Act are to confer upon the Plaintiff, a  cause of action 

against those who use misleading or deceptive marks and protect Trademark holders from 

Unfair competition.  

In the 1961 case of Polaroid Corp. v. Polarad Electronics Corp21, the United States second court 

of appeal laid out a list of eight factors for determining consumer confusion and granting 

Injunction to the plaintiff. “These included : 

1. The strength of the plaintiff’s mark 

2. The degree of similarity between plaintiff’s and defendant’s marks 

3. The proximity of the products 

4. The likelihood that plaintiff will bridge the gap 

5. Actual confusion  

6. The defendant’s good faith in adopting the mark 

7. The quality of defendant’s product 

8. The sophistication of the buyers” 

Since the public interest of the consumers at large is taken into consideration, Trademark 

owners who can successfully prove their case can obtain an Injunction against the Infringer to 

prevent them from continuing the use of their Trademark22. 

POSITION UNDER THE INDIAN LAW 

1. Injunction can be granted when there is an Infringement of a Trademark 

The relief of Injunction can be granted upon Infringement of a Trademark.While 

considering the aspect of Infringement of a Trademark, the court also has to 

                                                             
18 Daniel J. Gervais, ‘ Intellectual Property, Trade & Development: The State of Play’ , 74 FORDHAM L. REV. 
505, 521 (2005). 
19 Qualitex Co. v. Jacobson Prods. Co. , 514 U.S. 159. 
20 Jennifer E. Rothman, ‘Initial Interest Confusion: Standing at the Crossroads of Trademark Law’ , 27 

CARDOZO L. REV. 105, 123 (2005) 
21 Polaroid Corp. v. Polarad Electronics Corp , 287 F.2d 492 (2d Cir. 1961). 
22 15 United States Code , S. 1114(2) , 2006. 
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consider the circumstances surrounding the case and ascertain whether a particular 

trademark is likely to deceive or cause confusion23. Where the plaintiff is the 

registered owner of a Trademark and an allegation of deceptive use is made 

against the Defendant, the defendants are liable from using the disputed trademark 

by way of an Injunction24. 

However, in cases where the mere use of a symbol does not amount to a Trademark or 

where the conditions specified by the statute to constitute infringement are absent, 

the relief on an Injunction can be refused.25 

2. Burden of Proof to prove Infringement in order to obtain an Injunction is on the 

Plaintiff 

It is a well settled law that grant or refusal of a Temporary Injunction is covered by three 

well established principles viz. (a) whether the Plaintiffs have made out a Prima 

Facie case (b) whether the balance of convenience is in their favour and (c) 

whether the plaintiffs will suffer an irreparable injury.  

The Plaintiffs need to prove all three conditions. Mere proof of one of the conditions does 

not entitle the Plaintiff to a temporary injunction. The burden of proving a prima 

facie case, balance of convenience and irreparable injury is on the Plaintiffs 

praying for the relief who need to prove a high degree of prima facie case. The 

primary concern of the court here is to avoid injustice to any party.26 

3. Locus Standi 

It is well settled in law that only an owner of a Trademark can move court for an Injunction 

restraining a third party from using his Trademark. However, even in cases where 

the Trademark has been sold and transferred but the registration has not been 

completed , the plaintiff has a locus standi to maintain a suit for Injunction for 

infringement of the Trademark27. 

4. Rights of a Legal Representative of a Partnership Firm 

The Legal representative of a Partnership Firm cannot be restrained from using the 

trademark of the partnership firm even after dissolution as it forms a part of the 

assets of the partnership firm.28 

                                                             
23 National Sewing Thread Co. v. James Chawick & Bro, AIR 1953 SC 357. 
24 Weston Electronics v. M/s Rajesh & Co, AIR 1995 Del 13. 
25 T.M Abdul Rahm & Co. v. Ahmed Basha , AIR 1965 Mad 250. 
26 S.Y Dychem v. Cadbury India Ltd. , (2000) 5 SCC 573. 
27 Rediff Communication Ltd. v. Cyberbooth & Anr , AIR 2000 Bom 27. 
28 Sohan Lal v. Amirchand , AIR 1973 SC 2572. 
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5. The Role of Average Intelligence 

In a case for granting or refusing an Injunction against manufracturing or selling a similar 

product bearing a similar trademark, the question whether they are deceptively 

similar must be examined from the perspective of average intelligence and not 

specialised demarcations of differences that may exist29. 

6. Prior User of Mark 

In the case of Dhariwal Industries Ltd. v. M/s MSS Food Products30, the Supreme Court 

while dealing with an unregistered trademark and prior user , while granting an 

interim Injunction held that the fact that neither party has a registered trademark 

on the date of the suit cannot stand in the way of entertaining the case of the 

plaintiff and granting the plaintiff an injunction in case the plaintiff is in a position 

to show prima facie that it was a prior user of the mark, that it had a prima facie 

case and the balance of convenience was in his favour for grant of an interim 

Injunction. 

7. Good Faith use of name 

Section 35 of The Trademark Act 1999 places a restriction on  the owner of a trademark 

to restrain others from carrying on business in his name in good faith. In the case 

of Precious Jewels v. Varun Gems31, the Supreme Court vacated an Injunction 

order issued in favour of a plaintiff on the ground that while using the trademark 

RAKYAN for jewellery, both parties belonged to the same family and shared the 

surname RAKYAN. 

FRAMING OF ISSUE IN A SUIT PERTAINING TO TRADEMARK INFRINGEMENT 

The Issue to be framed with respect to Trademark Infringement can be framed in two ways. In 

the first instance, the defendant could have filed an application for removal of the Trademark 

in question before the Inetllectual Property Appellate Board. In the second instance, such 

application is filed by either of the parties after the court has decided upon the suit.32 In such 

cases, the court before which the suit is filed shall relegate the issue back to the Intellectual 

Property Appellate Board to decide upon the validity of the Trademark and untik the Board 

decides upon an outcome, the proceedings before the court are put on hold.  

                                                             
29 PAM Pharmaceuticals v. Richardon Vicks, 2001 (1) Gujarat L.R 125. 
30 Dhariwal Industries Ltd. v. M/s MSS Food Products AIR 2005 SC 1999. 
31 Precious Jewels v. Varun Gems (2015) 1 SCC 160. 
32 The Trademarks Act, 1999, S.124, No.47, Acts of Parliament, 1999 (India). 
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In the recent case of M. Murali v. Sri Krishna Sweets Pvt Ltd and anr33 , the Madras High Court 

observed that if the defendant did not raise a question with respect to registration of a 

Trademark in his pleadings, the aggreived party cannot independently challenge the 

registration of the Trademark if the same has not been raised in pleadings before the Court and 

therefore, the statutory bodies cannot be approached by the Plaintiff for such rectification. 

Furthermore, the court held that the parties cannot be permitted to raise the same issue in 

subsequent pleadings as the same would amount to res judicata. 

 

RECENT DEVELOPMENTS PERTAINING TO TRADEMARK RELATED 

INJUNCTIONS IN INDIA  

1. SPORTA TECHNOLOGIES PVT LTD & ANR v. DREAM 11 TEAM & ANR 34 

On September 7, 2020 the Delhi High Court granted Injunction to the Plaintiff, who runs 

a sports fantasy platform by the name of Dream 11 and is a Title Sponsor for The 

Indian Premier League 2020. The Plaintiff also runs a website by the name 

‘www.dream11.com’. The Defendants slavishly adopted a domain name 

‘www.dream11team.com’ with an identical trademark and logo. The Delhi High 

Court opined that the Plaintiff has made out a Prima facie case that the website 

would have appeared deceptively similar to its users. The Court granted a 

Pernanent Injunction in favour of the Plaintiff and directed the domain holder 

GoDaddy to suspend and block the website being run in the name of Dream11 

Team. 

 

2. ARUDRA ENGINEERING PRIVATE LIMITED v. PATANJALI & ANR35 

The present Judgement was passed by a Division Bench of the Madras High Court 

restraining Patanjali from using the word ‘Coronil’ in relation to its immunity 

boosting products. Arudra Engineering Pvt Ltd had registered the Trademark 

‘CORONIL-92 B’ as an acid inhibitor product for chemical preparations use and 

Industrial cleaning  in June 1993. While the defendants argued that the simnilarity 

in Trademarks would not cause confusion between consumers as both companies 

                                                             
33 M. Murali v. Sri Krishna Sweets Pvt Ltd and anr , CRP Nos.2463, 2464 and 2472 of 2019. 
34 Sporta Technologies Pvt Ltd v. Dream 11 Team & Anr , CS (Comm) No. 355 of 2020 along with Interim 

Application Nos 7610-13 of 2020. 
35 Arudra Engineering Pvt. Ltd v Patanjali & Anr , C.S No 163 of 2020. 
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were engaged in completely different sectors and therfore, no irreparable damage 

would be caused .  

However, the court observed that the Registration of the Trademark conferred exclsuive 

rights upon the Plaintiff for the exclusive use of the Trademark and passed an 

interim  Injunction restraining the defendants from using the trademark 

‘coronil’. The court also imposed a fine of Rs. 10 lacs on Patanjali for exploiting 

the fear and panic among the general public by projecting a cure for coronavirus. 

 

3. RECKITT BENCKISER v. MOHIT PETROCHEMICALS36 

This Judgement was passed by the Delhi High Court on 1st June, 2020 . The Plaintiff is a 

manufracturer of antiseptc liquid ‘DETTOL’. They preferred an appeal against 

Mohit Petrochemicals Pvt. Ltd. for selling the same products under the mark 

‘DEVTOL’ which , as alleged by the plaintiff, was deceptively similar to their 

registered Trademark DETTOL.  

The Delhi High Court ruled in favour of the Plaintiff, passing an order of a permanent 

injunction against the Defendant and imposed a cost of Rs. 1 lakh.  

 

CRITICAL ANALYSIS OF TRADEMARK INJUNCTIONS IN INDIA 

In India, the law governing Injunctions in cases of Trademark Infringement is very clear that 

if a trademark is deceptively similar to that of a registered trademark of the Plaintiff, a prima 

facie case is made out for infringement as well grant of an Injunction in favour of the Plaintiff.  

The major problem is the presumption of harm caused due to an alleged trademark 

infringement in cases of non-competing goods where there would be no loss of revenue to the 

Trademark owner due to a possible infringement.  

This problem was clearly visible in the case of Arudra Engineering Pvt. Ltd v Patanjali & Anr37 

where an interim Injunction was granted by the court in favour of the Plaintiff restraining 

Patanjali from using the Trademark ‘Coronil’ despite the fact that the Plaintiff used the 

trademark in the Industrial Cleaning products and Chemical Business whereas Patanjali used 

the same for its Immunity boosting medicines and since these two entities were engaged in two 

                                                             
36 Reckitt Benckiser v. Mohit Petrochemicals , C.S (Comm) No. 141 of 2020. 
37 Arudra Engineering Pvt. Ltd v Patanjali & Anr , C.S No 163 of 2020 
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completely different businesses, there was no possibility of the Plaintiff suffering harm or loss 

in revenue. 

The courts need to look for evidence of harm that may actually be caused to the Plaintiff. This 

development has been of significance importance in the United States in the case of E&J Gallo 

Winery v. Grenade Beverage LLC where the Plaintiff alleged that the difference between El 

Gallo Wines and El Gallo Energy Drinks could hurt their reputation. They relied on reports 

stating that drinking alchoholic bevergaes with energy drinks can cause physical harm and that 

the harm caused the Plaintiff would be devastating if anyone mixed two of the drinks and Gallo 

would end up being blamed because of the same name. While the Court did grant an Injunction 

in favour of the Plaintiff, it required the Plaintiff to establish likely ‘potential harm’ instead 

of a blanket presumption of Damage.  

So, even though the products are non-competing products, if ‘potential harm’can be proved, 

an Injunction must be granted. The same was duly proved in the Gallo case before the Second 

Circuit Court in the US and presumed in the Patanjali case in India. 

Therefore, it is Important for the Indian Law to adapt to an approach where the Damage and 

Potential Harm is proved and not assumed. 

CONCLUSION 

While the Indian Law, as pointed out in the Critical Analysis does suffer from a minor defect, 

it is still the closest and best possible law to govern Injunctions in cases. The Courts have a 

discretion to impose Injunctions in cases of Trademark but the same rules require the Judges 

to consider the possibility of confusion amongst the general public while granting the 

Injunction , which is evidence that the law is dictated with respect the requirements of Public 

Interest. 

In order to address the minor defect, the Indian courts can adopt an approach where they can 

incorporate list of eight factors for determining consumer confusion and granting Injunction to 

the plaintiff in the case of of Polaroid Corp. v. Polarad Electronics Corp, in addition to the 

already existing requirement to establish a Prima Facie case, Balance of Convenience and 

Irreparable Injury. 

Nonetheless, An Injunction still serves as a better remedy in cases of Trademark Infringement 

than Damages because the inability of the courts to determine the quantum of damages in cases 

of such infringement and the same is often left open for the parties to determine. 


